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THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 



Claim Rejections - 35 USC § 102 



1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, nnore than one year prior to the date of application for patent in the United 
states. 

2. Claims 1 and 26 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Barber et al. (US 5,251,251). 

Regarding claim 1, Barber discloses a telecommunications network-based 
greeting card method (column 1, lines 7-15), (which reads on claimed "method of 
personalizing voice messages") to be used by a voice mail system (300 on FIG. 1) in 
interacting with a user (column 4, line 29 "recipient") based on information provided by 
the user (column 4, lines 28-29 "access code") in an interactive communication between 
the system and the user (column 4, lines 19-32) comprising the steps of: 

creating a plurality of sets of recorded messages (a subscriber of Barber on 
column 3, lines 34-36 "can create a set with a single message for a recipient and the 
system of Barber provides such service for plural subscribers; therefore, Barber 
inherently has the claimed sets") each set having a distinct personality ("since the 
subscriber is referring to the recipient by name with a unique message to that recipient; 
therefore the message in its message set has a distinct personality" column 4, lines 33- 
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40) for interacting with the voice mail system (column 4, lines 28-40) [The recipient call 
the system and used the access code to retrieve a personalized message]; 

selecting a recorded message (column 6, lines 3-4 "message selection code) 
from the plurality of sets of recorded messages (column 6, lines 5-6 "the library of 
prerecorded messages") based on interactive inquiries (column 6, line 4 "access code") 
between the user and the voice mail system (column 6, lines 3-12) [The access code is 
verified and if it is valid, it contained a message. The system uses the access code to 
retrieve and play out the personalized voice message]. 

Regarding claim 26, Barber discloses a telecommunications network-based 
greeting card system (column 1 , lines 7-15) (which reads on claimed "an apparatus for 
personalizing voice messages") to be used by a voice mail system (300 on FIG. 1) in 
interacting with a user (column 4, line 29 "recipient") based on information provided by 
the user (column 4, lines 28-29 "access code") in a communication between the voice 
mail system and the user (column 4, lines 19-32) comprising: 

an application module (100 on FIG. 1); 

a management module (102 on FIG. 2); 

a media module (400 on FIG. 1) interconnected to the application module and 
the management module (100 and 400 on FIG. 1); 

a storage medium (300 on FIG. 1) connected to the media module, the 
management module, and the application module (100, 300 and 400 on FIG.1). 
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means (column 3, line 37 "telephones") for creating a plurality of sets of recorded 
messages (column 3, lines 34-36 "each recorded message is a set) according to distinct 
personalities (column 4, lines 33-40 "since the subscriber is referring to the recipient by 
name, the set is a distinct personality) for each such set for interacting with the voice 
mail system (column 4, lines 28-40) [The recipient call the system and used the access 
code to retrieve a personalized message]; 

means (column 6, line 4 "access code") for selecting a recorded message 
(column 6, lines 3-4 "message selection code) from within areas (column 6, line 5 
"corresponding message data) of the plurality of sets of recorded messages (column 6, 
lines 5-6 "the library of prerecorded messages") based on interactive inquiries (column 
6, line 4 "access code") between the user and the voice mail system (column 6, lines 3- 
12) [The access code is verified and if it is valid, it contained a message. The system 
uses the access code to retrieve and play out the personalized voice message]. 
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Claim Rejections - 35 USC § 103 



3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention Is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-2, 4-8, 14-15 and 22-28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hashimoto (US 4,850,005). 

Regarding claim 1, Hashimoto discloses a telephone-answering device with 
artificial intelligence (column 1, lines 7-17), (which reads on claimed "a method of 
personalizing voice messages to be used a voice mail system") in interacting with a 
user (column 3, line 28 "calling parties") based on information provided by the user 
(column 3, line 37 "Key 1") in an interactive communication between the voice mail 
system and the user (column 3, lines 26-58) comprising the steps of: 

creating a plurality of sets (column 3, lines 24-25 "clearly each specific calling 
party has one set of messages stored in a specific memory") of recorded messages 
(column 3, line 24) for interacting with a voice mail system (column 3, lines 49-62) [Keys 
"2", "3" and "4" represent a set of messages recorded for specific calling parties by 
pressing those keys these messages can be played back to the caller]; 

selecting a recorded message (column 4, line 6 "one of the memories") from the 
plurality of sets of recorded messages based on the interactive inquiries (column 4, line 
4 "1-4 is pushed") between the user and the voice mail system (column 4, lines 4-13) [If 
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any of the keys is pushed an associated memory is selected and played back by the 
speaker]. 

Hashimoto fails to explicitly mention having personality on each of the recorded 
massages. 

However, it was obvious for the user to make a message with a personality such 
as announcing the name of the caller in the message. For example, the specific 
message could be "Kimura I will call you back as soon as possible". 

Therefore, it would have been obvious to one of the ordinary skill in the art at the 
time the invention was made to add personality to each of the outgoing in the invention 
of Hashimoto. 

The modification of the invention will offer the capability of having specific 
outgoing messages for a specific caller such as the caller would feel important listen to 
the recorded message when the caller's name is being announced first in the greeting. 

Regarding claims 2 and 27, Hashimoto discloses the step of personalizing the 
selected recorded message responsive to the information provided by the user (column 
4, lines 26-40). 

Regarding claim 4, Hashimoto discloses the creating step comprises 
automatically creating a set of recorded messages corresponding to the user's own 
voice and speech patterns using voice recognition (column 4, lines 42-52). 
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Regarding claim 5, Hashinnoto discloses the selecting step comprises: 

playing a sample introduction from a plurality of the sets of recorded message 
while waiting for a selection entry from the user (column 5, lines 40-42); 

affecting a recorded message responsive to the selection entry made by the user 
(column 5, lines 60-66); and 

affecting a recorded message based on a previous selection if no selection entry 
is made by the user (column 6, lines 36-41 ). 

Regarding claim 6, Hashimoto discloses the step of confirming the selected 
recorded message by playing back to the user a confirmation message using the same 
personality as the selected message (column 5, lines 40-42). 

Regarding claim 7, Hashimoto discloses the selecting step comprises 
conducting an interview with the user to determine an appropriate selection based on 
responses given by the user (column 5, lines 35-42). 

Regarding claim 8, Hashimoto discloses the selecting step comprises selecting a 
pre-determined recorded message based on identification of the user by voice 
recognition (column 5, lines 60-66). 

Regarding claim 14, Hashimoto discloses the plurality of sets of recorded 
messages is used for the system prompts to the user (FIG. 2-1 ). 
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Regarding claim 15, Hashimoto discloses the interactive inquiries between the 
user and the voice mail system is determined by the system according to the user's 
competence in interacting with the system (column 5, lines 23-35). 

Regarding claim 22, Hashimoto discloses the plurality of sets of recorded 
messages are used for making system-wide changes in level of messages for a 
particular user (column 5, lines 23-35). 

Regarding claim 23, Hashimoto discloses the plurality of sets of recorded 
messages is used for changing the system prompts at a local point in the system 
(column 5, lines 40-42). 

Regarding claim 24, Hashimoto discloses the user is a subscriber of the voice 
mail system (column 3, lines 49-51). 

Regarding claim 25, Hashimoto discloses the user is an outside caller (column 5, 
lines 35-43). 
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Regarding claim 26, Regarding claim 26, Hashimoto discloses a telephone- 
answering device with artificial intelligence (column 1, lines 7-17), (which reads on 
claimed "an apparatus for personalizing voice messages to be used by a voice mail 
system") in interacting with a user (column 3, line 28 "calling parties") based on 
information provided by the user (column 3, line 37 "Key 1") in a communication 
between the voice mail system and the user (column 3, lines 26-58) comprising: 

an application module (4 on FIG. la); 

management module (2 on FIG. 1b); 

a media module (1 and 1a on FIG. 1a) interconnected to the application module 
and the management module (column 2, lines 6-13); 

a storage medium (RAM-1 on FIG. lb) connected to the media module, the 
management module, and the application module (column 2, lines 31-41); 

means (column 3, line 28 "RAM-1") for creating a plurality of sets (column 3. lines 
24-25 "clearly each specific calling party has one set of messages stored in a specific 
memory") of recorded messages (column 3, line 24) for interacting with a voice mail 
system (column 3, lines 24-62) [Keys "2", "3" and "4" represent a set of messages 
recorded for specific calling parties by pressing those keys these messages can be 
played back to the caller]; 

means (column 4, line 3 "OGM-PLAY key") for selecting a recorded message 
(column 4, line 6 "one of the memories") from within areas (column 4, line 6 "memories") 
the plurality of sets of recorded messages based on the interactive inquiries (column 4, 
line 4 "1-4 is pushed") between the user and the voice mail system (column 4, lines 3- 
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13) [If any of the keys is pushed an associated memory is selected and played back by 
the speaker]. 

Hashimoto fails to explicitly mention having personality on each of the recorded 
massages. 

However, it was obvious for the user to make a message with a personality such 
as announcing the name of the caller in the message. For example, the specific 
message could be "Kimura I will call you back as soon as possible". 

Therefore, it would have been obvious to one of the ordinary skill in the art at the 
time the invention was made to add personality to each of the outgoing in the invention 
of Hashimoto. 

The modification of the invention will offer the capability of having specific 
outgoing messages for a specific caller such as the caller would feel important listen to 
the recorded message when the caller's name is being announced first in the greeting. 
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Regarding claim 28, Hashimoto discloses means for playing a sample 
introduction from a plurality of the sets of recorded message while waiting for a 
selection entry from the user (column 4, lines 42-52); 

means for affecting a recorded message responsive to the selection entry made 
by the user (column 5, lines 48-60); 

means for affecting a recorded message based on a previous selection if no 
selection entry is made by the user (column 5, lines 48-60). 

means for confirming the selected recorded message by playing back to the user 
a confirmation message using the same personality as the selected message (column 
52, lines 35-42). 
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5. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hashimoto in view of Laskowski (1997 LJL Seminars). 



Regarding claim 3, Hashimoto as applied to claim 2 above differs from claim 3 
in that it fails to disclose modifying the speed of the selected recorded message. 

However, Laskowski teaches the personalizing step comprises modifying the 
speed of the selected recorded message (Paragraph 2 on Tips when "Answering" the 
telephone call). 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to modify Hashimoto by adding the modification of the speed of the 
selected recorded message as taught by Laskowski. 

The modification will allow the system to modify the speed of the selected 
recorded message such that the system would extract the data related. 
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6. Claims 9-13 and 29-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hashimoto in view of Johnson (US 6,005,928). 

Regarding claims 9 and 29, Hashimoto as applied to claims 1 and 26 above 
differs from claims 9 and 29 in that it fails to disclose a calling number using ANI. 

However, Johnson teaches the selecting step comprises selecting a pre- 
determined recorded message based on identification of a calling number using ANI 
information contained in data received by the voice mail system (column 3, lines 38-46). 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to use a calling number using ANI of Johnson in the invention of 
Hashimoto. 

The modification of the invention will offer the capability of selecting a pre- 
determined recorded message based on identification of a calling number using ANI 
such as the messages would be played according to the calling number. 

Regarding claims 10 and 30, Hashimoto as applied to claims 1 and 26 above 
differs from claims 10 and 30 in that it fails to disclose using Caller ID information. 

However, Johnson teaches the selecting step comprises selecting a pre- 
determined recorded message based on identification of a calling number, using Caller 
ID information (column 3, lines 38-46). 
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It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to use the Caller ID information of Johnson in the invention of 
Hashimoto. 

The modification of the invention will offer the capability of selecting a pre- 
determined recorded message based on identification of Caller ID information such as 
the messages would be played according to the calling number. 

Regarding claim 11, Hashimoto as applied to claim 1 above differs from claim 
11 in that it fails to disclose using an address book. 

However, Johnson teaches the selecting step comprises selecting a recorded 
message for a person associated with an entry in an address book (column 3, lines 6- 
20). 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to use an address book of Johnson in the invention of Hashimoto. 

The modification of the invention will offer the capability of selecting a pre- 
determined recorded message based on an address book such as the messages would 
be played according to the calling name and number. 

Regarding claims 12 and 31, Hashimoto discloses seeking confirmation from the 
user for a matched voice pattern using a previously selected personality (column 5, 
lines 40-42); 
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selecting a pre-determined recorded message based on the matched voice 
pattern (column 5, lines 48-60). 

Hashimoto fails to disclose searching a database. 

However, Johnson teaches searching a database having entries for associations 
between voice patterns of users identified by a voice recognition system and calling 
numbers according to ANI information to find a match for a calling number (column 3, 
lines 37-46); 

searching the database to find a match for the user's voice pattern associated 
with a matched calling number (column 3, lines 37-46). 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to modify Hashimoto by adding the searching a database step as 
taught by Johnson. 

The modification will allow the system to include the searching a database such 
that the voice recognition requirements would be reduced. 

Regarding claims 13 and 31, Hashimoto discloses the step of adding a new 
entry in the database for the user associating the calling number with the user's voice 
pattern if no match is found (column 7, lines 9-23). 
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7. Claims 16-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hashimoto in view of Pfeiffer et al. (US 4,785,473). 

Regarding claim 16, Hashimoto as applied to claim 15 above differs from claim 

16 in that it fails to disclose sets of recorded messages differ in length and speed. 

However, Pfeiffer teaches the plurality of sets of recorded messages differ in 
length and speed (column 9, lines 52-59). 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to modify Hashimoto by further adding sets of recorded messages 
differ in length and speed as taught by Pfeiffer. 

The modification will allow the system to sets of recorded messages differ in 
length and speed such that the voice message segment would have a shorter length. 

Regarding claim 17, Hashimoto as applied to claim 15 above differs from claim 

17 in that it fails to disclose a plurality of detection criteria monitored by the system. 

However, Pfeiffer teaches the user's competence is determined by a plurality of 
detection criteria monitored by the system (column 4, lines 57-59). 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to modify Hashimoto by further adding a plurality of detection 
criteria monitored by the system as taught by Pfeiffer 

The modification will allow the system to have a plurality of detection criteria 
monitored by the system such that the commands would identify a user. 
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8. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hashimoto in view of Pfeiffer and in further view of Tatchell et ai. (US 5,905,774), 

Regarding claim 18, Hashimoto and Pfeiffer as applied to claim 17 above differ 
from claim 18 in that it fails to disclose the frequency at which the user reaches a 
particular point in the system. 

However, Tatchell teaches detection criterion is the frequency at which the user 
reaches a particular point in the system (column 12, lines 1-4). 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to modify Hashimoto and Pfeiffer by further adding the frequency at 
which the user reaches a particular point in the system of Tatchell. 

The modification will allow the system to detect criterion in the frequency at which 
the user reaches a particular point in the system such that the predetermined response 
would be provided to the user. 
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9. Claims 19-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hashimoto in view of Pfeiffer and in further view of Mark. 



Regarding claim 19, Hashimoto and Pfeiffer as applied to claim 17 above differ 
from claim 19 in that it fails to disclose the errors made by the user. 

However, Mark teaches detection criterion is the errors made by the user 
(column 49, lines 45-53), 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to modify Hashimoto and Pfeiffer by further adding the errors made 
by the user of Mark. 

The modification will allow the system to detect criterion in the errors made by 
the user such that the unauthorized user would make the system unattractive. 
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Regarding claim 20, Hashimoto and Pfeiffer as applied to claim 17 above differ 
from claim 20 in that it fails to disclose the long pauses of the system without user 
response. 

However, Mark teaches detection criterion is the long pauses of the system 
without user response at the same point in the system on consecutive calls (column 29, 
lines 4-12). 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to modify Hashimoto and Pfeiffer by further adding the long pauses 
of the system without user response of Mark. 

The modification will allow the system to detect criterion the long pauses of the 
system without user response such that the detectors would accept a silence period. 
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10. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hashimoto in view of Pfeiffer and in further view of Pepper et al. (US 5,930,700). 

Regarding claim 21, Hashimoto and Pfeiffer as applied to claim 17 above differ 
from claim 21 in that it fails to disclose how quickly the user halts a message with a 
selection. 

However, Pepper teaches a detection criterion how quickly the user halts a 
message with a selection (column 8, line 60 to column 9, line 2). 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to modify Hashimoto and Pfeiffer by further adding how quickly the 
user halts a message with a selection of Pepper. 

The modification will allow the system to detect criterion of how quickly the user 
halts a message with a selection such that pressing the appropriate button would mark 
the message. 

Response to Arguments 

1 1 . Applicant's arguments filed on October 29, 2002 have been fully considered but 
they are not persuasive. 

a) Page 3, third paragraph the applicant cited that Barber has no multiple 
sets of messages and the central controller is not an application module, the 
CPU is not a management module and the public network is not a media module. 
The examiner respectfully disagrees. 
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Barber has a library of recorded messages (400 on FIG. 1) from different 
subscribers for the corresponding recipients therefore Barber discloses a multiple 
sets of messages such that each subscriber has its own set for collecting a 
message for a dedicated message recipient. 

The central controller inherently runs on software. Therefore the software reads 
on the claimed application module. 

The software being run on the CPU for managing the operation of the facility 
reads on the claimed management module. 

b) The applicant further argues on page 3 of the amendment that Hashimoto 
has one set of messages to choose from but are not a group of sets of 
messages. 

The examiner respectfully disagrees. Hashimoto has multiple memory for 
recording messages (RAM 1-4 on FIG. lb) and each RAM contains sets of 
messages (RAM - 3 on FIG. 2-2) therefore Hashimoto discloses a multiple sets 
of messages. 

c) The applicant also argues on page 4 of the amendment that adding the 
recipient name to the outgoing message is not related to the personality 
characteristics of the message. 

The examiner respectfully disagrees. It is because adding a person's name to an 
outgoing message would distinct that message from the other messages and 
makes that message with its own personality. 
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Conclusion 



12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gerald Gauthier whose telephone number is (703) 305- 
0981 . The examiner can normally be reached on 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Fan Tsang can be reached on (703) 305-4895. The fax phone numbers for 
the organization where this application or proceeding is assigned are (703) 872-9314 for 
regular communications and for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 



4750. 




FAN TSANG 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



December 30, 2002 




